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DETAILED ACTION 
Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 4, 7-9, 12, 13, 15, 23 and 24 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Stuart, U. S. Patent 5,284,365 in 
view of Miller. > 

With respect to claim 1 and 12, Stuart teaches a greeting card with 
and ornament for attachment to a Christmas tree. The ornament comprises 
a support member (Christmas tree); a plaque (support assembly 44) 
including a plate member (support member 54) and an adhesive layer (64) 
on opposite sides of the plate member 54 for adhering the picture 
(message inserts 42) to the plate member 54; and elastic loop or string 63 
for hanging the ornament on the Christmas tree. Stuart teaches "a 
Christmas ornament hook member could be attached to the string loop 
member 63 for subsequent attachment to the limb of a Christmas tree for 
continued enjoyment. (Column 6, lines 52-55). 
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Stuart also teaches release layers 68 covering the adhesive layer. 

Stuart does not teach the ornament having a swivel hanging means. 

Miller teaches a Christmas tree ornament swivel barrel type hook. 
(See figures 1-7). It would have been obvious to one having ordinary skill 
in the art at the time this invention was made to support the ornament 
taught by Stuart with a swivel hook as taught by Miller to provide a means 
so that the ornament can pivot freely. 

With respect to claims 2 and 13, the plaque 44/54 taught by Stuart 
includes an adhesive layer 64 on opposed sides of the plaque member for 
adhering a first and second picture 42 thereto, wherein removable cover 
members 68 protect the adhesive. "During assembly, the cover member 68 
is removed and the adhesive layer 74 bonds the primary message insert 
member 42 to the cylindrical support member 54." (See figures 4-5, column 
5, lines 8-40 and claim 22) 

With respect to claim 4 and 1 5, Stuart teaches the plate member can 
be comprised of a magnetic material. (See column 4, lines 46-53). 

With respect to claim 7, Stuart teaches the support member has an 
inclined vertical member 62 for supporting the ornament on a tabletop. 
(See column 4, lines 63-68). 
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With respect to claim 8, Stuart teaches the support member 
(Christmas tree) is adapted to support a plurality of ornaments. 

With respect to claim 9, Miller teaches the barrel type swivel hook. 

With respect to claim 3 and 14, since the applicant does not disclose 
that constructing the plate member of paperboard material solves any 
stated problem or is for any particular purpose, it appears that construct the 
plate member of any suitable material as taught by Stuart would perform 
equally well in retaining the two picture on the opposite side thereof. 

With respect to claims 25 and 27, since the applicant does not 
disclose that plate with edge forming a triangle, star, flower, diamond, oval, 
or heart solves any stated problem or is for any particular purpose, it 
appears that constructing the plate of any suitable shape as taught by 
Stuart would perform equally well in displaying the picture. 

Claims 1, 10, 1 1, 12, 26, and 28 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Stuart in view of Ellison, U. S. Patent 
6,230,425. Ellison teaches an ornament greeting card comprising an 
ornament with attachment means 4 and suction cup for attaching the 
ornament to a support surface such as a window. The ornament can be 
attached to windows or vertical surfaces by means of attachment means 
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such as suction cups, releasable adhesive, permanent adhesive, hooks, a 
refrigerator magnet, etc. It would have been obvious to one having ordinary 
skill in the art at the time this invention was made to substitute the hook for 
mounting the ornament taught by Stuart with a magnetic or suction cup 
attachment device as taught by Ellison to provide a means to removably 
attach the ornament against a surface. 

With respect to claims 26 and 28, Ellison teaches the ornament 
having an aperture 2 though which the attachment means 4 may be 
inserted. Ellison also teaches the attachment means such as a "suction 
cup, a hook, a magnet for a refrigerator, an adhesive or semi-adhesive 
backed sticker with a peel-off backing, etc, is provided in a form so that a 
part of the attachment means can project through the aperture". (Column 4, 
lines 35-50). 

3. Claims 5 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stuart in view of Miller as applied to claim 1 above, and further in view 
of Ochoa, U. S. Patent 6, 11 3,994. Ochoa teaches a hanging figurine 
covered in a luminescent substance causing the figurine to glow when 
positioned in a dimly lit area. (Column 4, lines 40-55). 
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4. It would have been obvious to one having ordinary skill in the art at 
the time this invention was made to construct the ornament taught by Miller 
and Stuart with a luminescent substance as taught by Ochoa to provide a 
means to see the ornament in the dark or dimly lit area. 

5. Claims 16 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stuart in view of Miller and Ochoa, U. S. Patent 6,11 3,994. It would 
have been obvious to one having ordinary skill in the art at the time this 
invention was made to support the ornament taught by Stuart with a swivel 
hook as taught by Miller to provide a means so that the ornament can pivot 
freely. In addition, it would have been obvious to one having ordinary skill in 
the art at the time this invention was made to construct the ornament taught 
by Miller and Stuart with a luminescent substance as taught by Ochoa to 
provide a means to see the ornament in the dark or dimly lit area. 

Response to Arguments 

6. Applicant's arguments filed May 16, 2005 have been fully considered 
but they are not persuasive. 

7. In view of the amendment, the rejection of claims 1 , 2, 4, 7-9, 12, 13, 
15, 23, and 24 under U. S. C. 1-3(s) as unpatentable over Stuart in view of 
Sniderman has been withdrawn. 
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8. The applicant argument to the rejection of claims 1 , 2, 4, 7-9, 12, 1 3, 
15, 23, and 24 under U. S. C. 1-3(s) as unpatentable over Stuart in view of 
Miller are not persuasive. The applicant argues that neither Stuart nor Miller 
provide the required motivation to combine. Specifically, "Stuart nor Miller 
indicates that it is desirable for an ornament or anything else to pivot 
freely." The applicant goes on to states that "Miller does not even disclose 
that the disclosed Christmas ornament swivel even freely pivots". The 
applicant also argues that Miller does not disclose how the Christmas 
ornament swivel operates. 

9. The examiner contends that Stuart teaches greeting card with a 
Christmas tree ornament, wherein the ornament comprises a central 
cylindrical support member 54/44 with adhesive on opposite sides thereof 
and removable cover members 68 protecting the adhesive. Once the 
adhesive is removed a first primary insert 42 with Christmas artistic indicia 
33 on an outer surface is secured to a first surface of the support member 
and a second primary insert 42 with Christmas artistic indicia 22 on an 
outer surface is secured to a second surface of the support member. Stuart 
also teaches connector member in the form of a "elastic loop or string 63 
which is connectable to a Christmas ornament hook for mounting on a 
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Christmas tree". See column 5, lines 14-35. As recited in column 5, lines 
33-35, Stuart clearly teaches attaching the ornament to a Christmas 
ornament hook for mounting on a Christmas tree. Miller clearly teaches a 
Christmas ornament swivel hook. The examiner maintains that the hook 
taught by Miller can be substituted for the hook taught by Stuart. 

1 0. According to the Webster's New Collegiate Dictionary the term swivel 
means "a device joining two parts so that one or both can pivot freely". 
(See attachment). The swivel Christmas ornament swivel therefor allows an 
ornament supported by the swivel to freely pivot. 

11. In addition, the applicant argues that present invention is not 
constructed with any predetermined message or artistic indicia as is the 
greeting card taught by Stuart. The examiner maintains that Stuart clearly 
teaches central support member with adhesive on both side thereon and a 
removable cover layer as stated above. The claims do not appear to 
positively recite the personal photograph in combination with the device. 
The examiner contents that since the applicant does not disclose that the 
indicia on the photograph or the first and second primary insert solves any 
stated problem or is for any particular purpose, it appears that insert with 
any suitable indicia thereon would perform equally well. 
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12. With respect to the rejection of claims 1,11, and 12 under U. S. C. 1- 
3(s) as unpatentable over Stuart in view of Ellison, Ellison clearly teaches 
ornament having an attachment means for hanging the ornament on a 
support, wherein the attachment means can be a "suction cup, a hook, a 
magnet for a refrigerator, an adhesive or semi-adhesive backed sticker with 
a peel-off backing, etc." See column 4, lines 42-47. Since both Stuart and 
Ellison teaches using a hook to hanging ornament from a support, the 
examiner contends it would have been obvious to substitute the hook for a 
suction cup as recited in claim 10 or magnet as recited in claim 1 1 as 
taught by Ellison to provide a means to support the ornament from a 
surface such as a window or metallic surface. 

13. The rejection is maintained. 

14. Since claim 10 was not properly acted upon in the office action 
mailed January 14, 2005, this office action will not be made final. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Cassandra Davis whose telephone 
number is 571-272-6642. The examiner can normally be reached on 
Monday-Friday 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lesley Morris can be reached on 571-272-6651. 
The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 3611 
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